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DETAILED ACTION 

Claim Rejections - 35 USC§ 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 

having ordinary sliill in the art to which said subject matter pertains. Patentability shall not be negatived by the 

Claims 1-1 1 aiid 64-67 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brooks et al. (4,030,622) in view of Sauter et al. (5,91 1,461). Brooks et al. teach a transport 
actuator for receiving trays of an IC package (Figure 1, Items 190 and 182); an input and output 
shuttle assembly for providing the trays of IC packages to and from the tray carrier (Figure 1, 
Items 180 and 214); and a laser marking station disposed adjacent a portion of the transport 
actuator between the input and output shuttle assembly (column 6, Line 36); and further 
including a lifting device extendable to contact the tray carrier at a location remote fix)m the 
fulcrum (Figure 7, item 22); wherein the tray transport is of lesser longitudinal extent than the 
tray carrier (Figure 4, item 1) wherein the Ufling device is extendable from a location below the 
tray carrier and adjacent a longitudinal end of the tray transport. (Figure 7, Item 22). Sauter et 
al. teach a tray carrier unsecured to the transporter wherein an upper surface of the tray transport 
and a lower surface of the tray carrier include mutually cooperative physical structures4. The 
system of claim 3, wherein the mutually cooperative physical structures are adapted to ahgn the 
tray carrier on the tray transport when the tray carrier is disposed thereon, wherein portions of 
the mutually cooperative physical structures provide a fulcrum for tilting of the tray carrier with 
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respect to the tray transport; wherein the tray transport is rectangular, but for a comer severed 
therefrom adjacent the fulcrum (abstract and column 2, lines 25-60, figure 4, item 1 edge; a). ; 
wherein the tray carrier is substantially rectangular and includes a substantially planar upper 
surface having upwardly extending stops at each comer thereof (Figure 4, item 1); wherein the 
tray carrier includes a portion of reduced width defined by mutually longitudinally coextensive 
elongated notches in parallel sides thereof (Figure 4, item 1 edge); wherein the tray carrier 
includes a plurality of downwardly facing notches in the two parallel sides thereof (Figure 4, 
item 1) wherein the plurality of downwardly facing notches comprises two notches on each of 
the two parallel sides of the tray carrier (Figure 4, item 1). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify the invention of Brooks et al. to 
utilize a tray for the wafer in order to reduce the danger of damage (Sauter et al; column 1, lines 
40-50). 



Response to Arguments 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, it would have been obvious to one of ordinary skill in the art at the time of the 
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invention to modify the invention of Brooks et al. to utilize a tray for the wafer in order to 
reduce the danger of damage (Sauter et al; column 1, lines 40-50). 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See/n re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co.. 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In response to applicant's argument that a tray carrier which receives trays of IC 
packages, a recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed inveution from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In a claim drawn to a process of making, the intended use 
must result in a manipulative difference as compared to the prior art. See In re Casey. 152 
USPQ 235 (CCPA 1967) and In re Otto. 136 USPQ 458, 459 (CCPA 1963). 

Stated differently, "expressions relating the apparatus to contents thereof during an 
intended operation are of no significance in determining patentability of the apparatus claim." Ex 
parte Thibault. 164 USPQ 666, 667 (Bd. App. 1969). Furthermore, "[i]ncIusion of material or 
article worked upon by a structure being claimed does not impart patentability to the clauns." hi 
re Young. 75 F.2d 966, 25 USPQ 69 (CCPA 1935) (as restated in In re Otto. 312 F.2d 937, 136 
USPQ 458, 459 (CCPA 1963)). 
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Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the maiUng date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action, hi no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this fmal action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Johnson whose telephone number is 703-308-0667. 
The examiner can normally be reached on M-Th 7AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Duim can be reached on 703-308-3318. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 10 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1495. 
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